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DETAILED ACTION 
Response to Amendment 

1 . Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Drawings 

2. Figures 12 and 13 should be designated by a legend such as -Prior Art— because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 
37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. The replacement sheet(s) should be labeled "Replacement Sheet" in the page header 
(as per 37 CFR 1.121(d)) so as not to obstruct any portion of the drawing figures. If the changes 
are not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Claims 

3 . Claims 1 -6~ of this application are considered means-plus-function claims. The following 
is an explanation of the claims as disclosed by the applicant's specification. Fig. 5 is a block 
diagram of the electronic camera implementing the principles of the invention according to the 
applicant. 

As to independent claim 1, an image processing apparatus is shown by electronic camera 
(Fig. 5 and page 14, lines 6-19). 

According to the applicant, the operation picture producing means corresponds to the 
video display processing unit (58), frame memory (64), and overlay processing unit (62). 
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The display means corresponds to the display unit (66). 

The position input means corresponds to the touch screen (68) and the position detecting 
unit (32). 

The identifying means corresponds to the control unit (30). 

The image processing means corresponds to the image pickup unit (54) and recording 
and reproducing unit (56), and editing unit (60). 

The output means corresponds to the output unit (34). 

As to dependent claim 2, the display control means corresponds to the control unit (30). 
As to dependent claim 3, the image adding means corresponds to the cursor processing 
unit (36). 

As to dependent claim 4, the remote input means corresponds to remote operation 
receiving unit as shown by applicant in Fig. 8, item 44, and page 20, lines 8-9. 

As to dependent claim 5, the image adding means corresponds to the cursor processing 
unit (36). 

As to dependent claim 6, the image processing apparatus is an electronic camera (Fig. 5, 
page 13, line 1. 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Admitted 
Prior Art. 

As to independent claim 1, Applicant discloses in the Related Background Art of the 
specification, specifically, pages 1, line 20-page 5, line 2 5 an image processing apparatus, which 
is shown by the Applicant as a multi functional electronic camera in Fig. 13 and page 1, lines 20- 
23 and page 2, lines 1-4. 

In the limitations of claiml, Admitted prior art claims an operation picture producing 
means, this is shown by the applicant in the applicant's specification on page 2, lines 7-page 3, 
line 26 and is explained as follows. The multi-functional electronic camera shown in Fig. 13, is 
the image producing apparatus. Fig. 12 of the application is shown as background prior art as 
will be explained as follows: The operational picture producing means is the combination of the 
video display processing unit (58), frame memory (64) and overlay processing unit (62). The 
video display processing unit, processes the image by converting its pixel density, so as to 
produce an image to be projected on the finer portion in the camera window, and transmits the 
image to the overlay processing unit. Also included in the operation picture producing means is 
a frame memory (64), which stores the image displayed and also transmits the image to the 
overlay processing unit. The overlay processing unit (62) superimposes or overlays the image of 
the finder from the video display processing unit on the image displayed as windows, which is 
received from the frame memory. This is done to produce the operation picture. The above 
discloses the components and the function of the operation picture producing means. 

Admitted prior art discloses display means for displaying said operation picture as shown 
by the display unit 66 and disclosed by page 4, lines 1-2 of the applicant's specification. 
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Admitted prior art discloses on page 4, line 3-6 a position input means in the form of a 
touch display. A position on the display unit is entered through the touch screen (68), which is 
operated by the operator who touches the screen by pushing down on the screen with a pen-line 
device or directly pushes down the screen. This corresponds to the claim limitation of position 
input means including a portion placed over a screen of said display means to detect a touch 
operation as said external operation, said position input means having a first operating mode to 
enter a position designated by the touch operation as an absolute position or exact position on the 
operation picture displayed on said display means. Although the position detecting unit is not 
shown, it is obvious to one of ordinary skill in the art that touch panels include a position 
detecting units to detect the origin or the exact location of the touch or selection by pen input of 
the touch panel. 

On page 4, lines 7-19, Admitted prior art discloses identifying means in the form of a 
control unit (50), which identifies an icon displayed at the position entered through the touch 
screen, and instructs respective units of the camera to carry out the processing represented by the 
specified icon. This corresponds to the claim limitation of identifying means for identifying a 
selected image processing function, among said plurality of image processing functions, based 
on the position entered through said position input means; image processing means for carrying 
out the image processing function identified by said identifying means; 

Admitted prior art discloses image processing means in the form of an image pickup unit 
which transmits a still or movie image to the recording and reproducing unit (56) which 
compresses the image and writes the compressed image into a recording medium such as a 
magnetic disk and an editing unit (60). 
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Admitted prior art discloses output means in the form of outputting the operation picture 
to an external display device, such as a television on page 4, lines 20-page 5, lines 12. This 
corresponds to the claim limitation of output means for outputting the operation picture produced 
by said operation picture producing means to an external display device, wherein, when the 
operation picture is output to the external display device through said output means. Although 
Admitted prior art does not disclose an output unit, however, this is obvious to one of ordinary 
skill in the art because in order to output to an external display, an output means is necessary. 

As per MPEP 2184, 35 USC 112, sixth paragraph, claim 1 is considered a means-plus- 
fiinction claim. The following claim language, "where said position input means can operate in a 
second operating mode to enter the position designated by the touch operation as a relative 
position on the operation picture displayed on the external display device", is considered to be 
functional language, thus, does not patentably distinguish the limitations of claim 1 . 

As to independent claim 6, limitations of claim 1, and further comprising, wherein the 
image processing apparatus is an electronic camera. Admitted prior art discloses in an image 
processing apparatus, which is shown by the Admitted prior art as a multi functional electronic 
camera in Fig. 13 and page 1, lines 20-23 and page 2, lines 1-4. 
6. Claims 3, 7, 9, 10, 12-14, 16, 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Admitted Prior Art in view of Lichtenstein (US 5,428,417). 

As to independent claims 7 and 13, limitations of claim 1, and further comprising, a 
position input portion which inputs a position designated by the operator on the operation picture 
displayed on the external display device. 
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Lichtenstein discloses a visual lecture aid device comprising an image processing device 
(Fig. 1, item 24). Although Lichtenstein discloses this to be a slide projector, in col. 22, lines 42- 
49, Lichtenstein discloses where the invention is not limited to the slide projector shown, but can 
include a camera. Lichtenstein discloses an external display (Fig. 1, item 19). Lichtenstein 
discloses in col. 7, lines 16-22, where the external display device incorporates a remote touch 
panel assembly by which the position designated by the touch operation as a relative position on 
the operation picture display on the external display device is entered. 

It would have been obvious to one of ordinary skill in the art to incorporate the touch 
features of the external display device of the Lichtenstein system with the admitted prior art 
because, the features of the Lichtenstein system and that of admitted prior art differ based on the 
touch feature of the external display device of Lichtenstein, and where the touch feature is 
advantageous as it permits the user flexibility in manipulating the image either on the main 
display or the external display. 

As to dependent claim 3, limitations of claim 1, and further comprising, image adding 
means, Applicant discloses the image adding means on page 12, lines 14-18, where the image 
adding means adds a cursor to the display, and indicating the position entered through said 
position input means, to the operation picture produced by said operation picture producing 
means and supplied to said output means. Lichtenstein discloses means for adding a cursor (col. 
7, lines 16-28, the icon pointers). It would have been obvious to one of ordinary skill in the art 
to incorporate the feature of adding a cursor indicating the position entered through said position 
input means as the feature of a cursor is advantageous as it permits the user to add text or 
visually point out areas of the image. 
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As to dependent claim 9, limitations of claim 7, and further comprising, wherein said 
position input portion includes a touch responsive unit having a portion placed over a screen of 
said image display unit with which the operator can designate a position on the operating picture 
displayed on the external display device by touch operation. Lichtenstein discloses a visual 
lecture aid device comprising an image processing device (Fig. 1, item 24). Although 
Lichtenstein discloses this to be a slide projector, in col. 22, lines 42-49, Lichtenstein discloses 
where the invention is not limited to the slide projector shown, but can include a camera. 
Lichtenstein discloses an external display (Fig. 1, item 19). Lichtenstein discloses in col. 7, lines 
16-22, where the external display device incorporates a remote touch panel assembly by which 
the position designated by the touch operation as a relative position on the operation picture 
display on the external display device is entered. 

It would have been obvious to one of ordinary skill in the art to incorporate the touch 
features of the external display device of the Lichtenstein system. The features of the 
Lichtenstein system and that of admitted prior art differ based on the touch feature of the external 
display device of Lichtenstein, and where the touch feature is advantageous as it permits the user 
flexibility in manipulating the image either on the main display or the external display. 

As to dependent claim 10, limitations of claim 9, and further comprising, a second 
operating mode to input a position designated by the operator via said touch responsive unit on 
the operation picture displayed on the external display device. Lichtenstein discloses a visual 
lecture aid device comprising an image processing device (Fig. 1, item 24). Although 
Lichtenstein discloses this to be a slide projector, in col. 22, lines 42-49, Lichtenstein discloses 
where the invention is not limited to the slide projector shown, but can include a camera. 
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Lichtenstein discloses an external display (Fig. 1, item 19). Lichtenstein discloses in col. 7, lines 
16-22, where the external display device incorporates a remote touch panel assembly by which 
the position designated by the touch operation as a relative position on the operation picture 
display on the external display device is entered. 

It would have been obvious to one of ordinary skill in the art to incorporate the touch 
features of the external display device of the Lichtenstein system. The features of the 
Lichtenstein system and that of admitted prior art differ based on the touch feature of the external 
display device of Lichtenstein, and where the touch feature is advantageous as it permits the user 
flexibility in manipulating the image either on the main display or the external display. 

As to dependent claim 14, limitations of claim 13, and further comprising, wherein said 
position is designated by the operator performing a touch operation of a touch responsive unit 
having a touch portion placed over a screen of said image display unit (see admitted prior art, 
specification page 1, line 20-page 5, line 2). 

As to dependent claim 16, limitations of claim 13, and further comprising, wherein said 
inputting constitutes one of two selectable inputting modes, the other of said inputting modes 
includes inputting a position designated by the operator on the operation picture displayed on 
said image display unit (col. 6, lines 47-68, col. 13, lines 6-28, col. 20, lines 7-20). 

As to dependent claims 12 and 17, limitations of claims 7, and 13, and further 
comprising, wherein said image processing apparatus is an electronic camera. Applicant 
discloses in an image processing apparatus, which is shown by the Applicant as a multi 
functional electronic camera in Fig. 13 and page 1, lines 20-23 and page 2, lines 1-4. 
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7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Admitted Prior Art 
and Lichtenstein as applied to claim 1 above, and further in view of Kamamoto et al (US 
5,982,429). 

As to dependent claim 2, limitations of claim 1, and further comprising, display control 
means, Admitted prior art discloses the display control means as the control unit in the 
specification on page 2, lines 7 and in Fig. 12, item 50. Applicant discloses the functionality of 
the display control means in the specification, page 10, lines 12-15 and Fig. 2, item 22 for 
turning off a display of the operation picture on said display means when the operation picture is 
output to the external display device through said output means. Lichtenstein discloses a display 
control means in Fig. 1, item 17 and col. 7, lines 1-7. 

Admitted prior art and Lichtenstein do not disclose turning off a display. Kamamoto et al 
disclose a video camera with display means as the viewfinder and a larger external display as the 
liquid crystal display (shown in Fig. 2, item 6, the viewfinder; item 7, the larger liquid crystal 
display, col. 14, lines 49-59). In col. 14, lines 61-65, Kamamoto et al disclose switching an 
image signal between the viewfinder and the larger liquid crystal display, whereby the 
viewfinder will turn off when the image is being displayed on the larger external liquid crystal 
display. It would have been obvious to one of ordinary skill in the art to incorporate the feature 
of turning off the display of the display means when the operation picture is output to the 
external display as in col. 2, lines 58-61, Kamamoto et al disclose whereby switching the image 
signal between both displays instead of displaying on both displays at once, power consumption 
is reduced. 
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8. Claims 4, 5, 8, 11, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Admitted Prior Art in view of Lichtenstein as applied to claims 1, 7 and 13 above, and further in 
view of Autry et al (US 5,724,106). 

As to dependent claim 4, limitations of claim 1, and further comprising, remote input 
means, Applicant discloses a remote input means in the form of a remote control in the 
Specification, page 11, lines 15-page 12, line 4 and Fig. 3, item 24) for allowing the external 
operation to be performed by a remote operation, and wherein, when the operation picture is 
output to the external display device through said output means, said position input means 
operates in said second mode to enter the position designated by the remote operation as a 
relative position on the operation picture displayed on the external display device, said 
identifying means identifies a selected image processing function among said plurality of image 
processing functions, based on the position entered through said remote input means. 

Admitted prior art and Lichtenstein do not disclose a remote input means for allowing the 
external operation to be performed by a remote operation on the operation picture displayed on 
the external display device. Autry et al disclose a hand held remote control device for 
controlling external operations performed as part of a graphical user interface (col. 3, lines 40- 
48). Although the system of Autry et al is used with a personal computer and a display device, 
in col. 4, lines 9-11, the remote can be used to control images from a digital camera. Autry et al 
in col. 13, lines 37-48, disclose when the signals are received from the remote, the command is 
identified and applied accordingly. It would have been obvious to one of ordinary skill in the art 
to incorporate the remote controller of Autry et al in to that of Lichtenstein as in col. 3, lines 41- 
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48, Autry et al disclose the use of the remote with a home entertainment system including a 
external display device. 

As to dependent claim 5, limitations of claim 4, and further comprising, image adding 
means, Applicant discloses the image adding means on page 12, lines 14-18, where the image 
adding means adds a cursor to the display, and indicating the position entered through said 
position input means, to the operation picture produced by said operation picture producing 
means and supplied to said output means. Lichtenstein discloses means for adding a cursor (col. 
7, lines 16-28, the icon pointers). It would have been obvious to one of ordinary skill in the art 
to incorporate the feature of adding a cursor indicating the position entered through said position 
input means as the feature of a cursor is advantageous as it permits the user to add text or 
visually point out areas of the image. 

As to dependent claim 8, limitations of claim 7, and further comprising, wherein said 
position input portion is constructed to input a position designated by the operator on the 
operation picture displayed on the external display device with a remote control which provides a 
signal to said position input portion. Autry et al disclose a hand held remote control device for 
controlling external operations performed as part of a graphical user interface (col. 3, lines 40- 
48). Although the system of Autry et al is used with a personal computer and a display device, 
in col. 4, lines 9-11, the remote can be used to control images from a digital camera. Autry et al 
in col. 13, lines 37-48, disclose when the signals are received from the remote, the command is 
identified and applied accordingly. It would have been obvious to one of ordinary skill in the art 
to incorporate the remote controller of Autry et al in to that of Lichtenstein as in col. 3, lines 41- 
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48, Autry et al disclose the use of the remote with a home entertainment system including a 
external display device. 

As to dependent claim 11, limitations of claim 10, and further comprising, wherein said 
position input portion is constructed to input a position designated by the operator on the 
operation picture displayed on the external display device with a remote control which provides a 
signal to the position input portion. Autry et al disclose a hand held remote control device for 
controlling external operations performed as part of a graphical user interface (col. 3, lines 40- 
48). Although the system of Autry et al is used with a personal computer and a display device, 
in col. 4, lines 9-11, the remote can be used to control images from a digital camera. Autry et al 
in col. 13, lines 37-48, disclose when the signals are received from the remote, the command is 
identified and applied accordingly. It would have been obvious to one of ordinary skill in the art 
to incorporate the remote controller of Autry et al in to that of Lichtenstein as in col. 3, lines 41- 
48, Autry et al disclose the use of the remote with a home entertainment system including a 
external display device. 

As to dependent claim 15, limitations of claim 13, and further comprising, wherein said 
position is designated by the operator with a remote control unit which provides a signal to the 
image processing apparatus. Autry et al disclose a hand held remote control device for 
controlling external operations performed as part of a graphical user interface (col. 3, lines 40- 
48). Although the system of Autry et al is used with a personal computer and a display device, 
in col. 4, lines 9-11, the remote can be used to control images from a digital camera. Autry et al 
in col. 13, lines 37-48, disclose when the signals are received from the remote, the command is 
identified and applied accordingly. It would have been obvious to one of ordinary skill in the art 
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to incorporate the remote controller of Autry et al in to that of Lichtenstein as in col. 3, lines 41- 
48, Autry et al disclose the use of the remote with a home entertainment system including a 
external display device. 

Response to Arguments 

9. Applicant's arguments, see Pre- Amendment A, filed March 30, 2001, with respect to the 
rejection(s)of claim(s) 1-17 under 35 USC 102 (e) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of Admitted Prior Art, Lichtenstein (US 5,428,417), 
Kamamoto et al (US 5,982,429), and Autry et al (US 5,724,106). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Srilakshmi K. Kumar whose telephone number is 703 306 5575. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, xxxx 
xxxx can be reached on xxx xxx xxxx. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Srilakshmi K. Kumar 
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